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VIL Argument 

VIII. Claims Appendix 

IX. Evidence Appendix 

X. Related Proceedings Appendix 
Appendix A Claims 



I. REAL PARTY IN INTEREST 

The real party in interest for this appeal is: 

Advantest Corporation, a corporation duly organized under and pursuant to the laws of 
Japan, with a principal place of business at 1-32-1 Asohi-cho, Ncrima-ku, Tokyo 179-0071, Japan. 

II. RELATED APPEALS, INTERFERENCES, AND JUDICIAL PROCEEDINGS 

There are no known related appeals, interferences, or judicial proceedings which will 
directly affect or be directly affected by or have a bearing on the Board's decision in this appeal. 

III. STATUS OF CLAIMS 

A. Total Number of Claims in Application 
There are 24 claims pending in application. 

B. Current Status of Claims 

1. Claims canceled; 0 

2. Claims withdrawn from consideration but not canceled: 0 

3. Claims pending; 1-24 

4. Claims allowed: 0 

5. Claims rejected: 1-24 

C. Claims On Appeal 

The claims on appeal are claims 1-24. 

IV. STATUS OF AMENDMENTS 

Subsequent lo the Final Office Action mailed on April 25, 2006, no Amendment under 
37 CRR. 1.116 was made in the response to the Final Office Action filed on June 14, 2006. An 

pa-1097631 
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Advisory Action was mailed June 28, 2006 indicating that the request for reconsideration had been 
considered but did not place the application in condition for allowance. 



semiconductor test system. An embodiment of the invention comprises a host operating system for 
enabling control of at least one site controller by a system controller and at least one local operating 
system associated with each site controller for enabling control of at least one test module by an 
associated site controller. At least one test module performs testing on a corresponding DUT. 
(Figure 2, paragraphs [0036] and [0037].) The distributed operating system permits the use of third 
party modules. The hardware and software framework of the test system includes standard 
interfaces with which modules from- different vendors may interact in a plug-and-play manner. 
(Figures 2 and 8, paragraphs [0009] and [0013-0015].) 

VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

A. Whether claims 1-5 are anticipated under 35 U.S.C. 102(b) by U.S. Patent No, 
6,028,439 (the Arkin reference). 

B. Whether claims 6-8, 24 are unpatentable under 35 U.S.C. 103(a) over the Arkin 
reference in view of US 2002/0183955 Al (the Adler reference). 

C. Whether claims 9-14, 19 are unpatentable under 35 U.S.C. 103(a) over the Arkin and 
Adler, and further in view of US 2003/0167277 Al (the Hejlsberg reference). 

D. Whether claims 15-18, 21-23 are unpatentable under 35 U.S.C. 103(a) overthe Atkin. 
reference. * 

E. Whether claim 20 is unpatentable under 35 U.S.C, 103(a) over the Arkin, Adler* and 
Hejlsberg, and further in view of US Patent No, 6,782,3 36 (the Shah reference). 



V. 



SUMMARY OF CLAIMED SUBJECT MATTER 



The claimed inventions are directed to a distributed operating system for a 
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VII. ARGUMENT 

Claims 1-24 were rejected by the Examiner in a Final Office Action mailed on April 25, 
2006. Applicants respectfully request reversal of the rejection of these claims in view of the 
following remarks, 

A. Claims 1-5 are patentable over the Arkin reference 

The Arkin Reference Fails to Disclose the System Structure Required by Claim 1 

Applicants respectfully submit that the Arkin reference does not disclose the structure of 
System Controller-Site ControIler(s)-TeSt Module(s)-DUT(s) of the present invention, which is 
distinguished from the structure of System Controller-Tester Modulc(s)-DUT(s) disclosed by the 
Arkin reference (see depictions of the respective structure below). Thus, the Arkin reference fails to 
disclose each and every element of the pending independent claim I. 
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Site Controller 

interactively In a 
plug-and-play 

manner (Claim 1) 
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Device 
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To address this distinction, Applicants respectfully request the Examiner to response in 
the Examiner's Answer: 1) which element in the Arkin reference discloses the system controller of 
claim 1 ; 2) which element in the Arkin reference discloses the site controller of claim 1 ; 3) which 
element in the Arkin reference discloses the test module of claim 1; and 4) which element in the 
Arkin reference discloses the DUT of claim 1 . 



Applicants have initially brought this distinction to the attention of the Examiner in the 
amendment after Final filed on December 5, 2005, then in the phone interview and in the 
amendment to the Non-final Office Action (note RCE filed on December 22, 2005) on April 13, 
2006, and finally in the June 14, 2006 response to the Final Office Action. Applicants believe that it 
is essential to address this distinction before one can appreciate the claim limitation that "wherein 
the associated site controller controls at least one test module interactively with the associated site 
controller in a plug-and-play manner/' which will be discussed in detail below. 

The Site Controller (if it exists at all) of the Arkin Reference Cannot Control the 

' •» 
Test Module in a Plug-and-Play Manner / • ^ • 

' " * ; . r • '* . . . . ■ . 

The Examiner stated in the Advisory Action that "The Arkin reference teaches a test 
module which is interactive with the site controller and it is in a plug-and-play manner with the 
DUT' and "if applicant would amend the claim so that the site controller itself is used in a plug- 



pa-1097631 



PAGE 9/16* RCVD AT 912512006 7:19:12 PM [Eastern Daylight Time] * SVR:USPT0-EFXRF-2/1 3 * DNIS:2738300 * CSID: * DURATION (mm-ss):04-18 



09^25/2006 16:24 FAX 



Igj 010/016 



Application No.: 10/772,327 6 Docket No.: 333772000900 

and-plav manner interactively with the test module; this would overcome the prior art of record/' 
(emphasis added) Applicants were surprised by the above statements because Applicants have 
discussed this issue with the Examiners on the April 13, 2006 interview and have followed the exact 
suggestion by the Examiners to clarify this issue in ihe April 13, 2006 response to the non-final 
Office Action by making the following amendment to claim 1 of Ihe pending application: "wherein 
the associated site controller controls at least one lest module interactively with the associated site 
controller in a plug-and-play manner/ 1 

Based on the Examiner's statements in the Advisory Action, disagreements still exist 
between the Applicants and the Examiner regarding the meaning of the term "plug-and-play" 
according to the present invention. Prom the first statement, the Examiner seems to suggest the 
Arkin reference teaches a test module that can be attached/detached from the test system. This is 
clearly not what the Arkin reference teaches. From the second statement, the Examiner seems to 
suggest the site controller of the present invention can be attached/detached from the test system. 
This is clearly not what the present invention teaches or claims. 

To better understand this issue, let's consider the statement "a computer controls a 
digital camera interactively in a plug-and-play manner" as an example. A person skilled in the art 
would understand this statement to mean it is the digital camera that can be attached/detached from 
the computer. Therefore, the site controller controls a test module interactively in a plug-and-play 
manner as claimed in the present invention means the test module can be attached/detached from the 
site controller (and therefore the test system). The Arkin reference clearly does not disclose this 
feature of the present invention. Applicants respectfully request the Examiner to response in the 
Examiner's Answer the question how does the site controller as disclosed in the Arkin reference 
controls the test module in a plug-and-play manner. Applicants submit that even if the Examiner 
identifies the Micro-controller (30) in Figure 2 of Arkin as the site controller, the Aridn reference 
fails to disclose the software and hardware infrastructure that can support attaching/detaching the 
rest of the logic blocks in Figure 2 from the Microcontroller (30) in a plug-and-play manner. In 
addition, Applicants submit that Figure 2 is the test module circuit board shown in Figure 1 . A 

pa-l09763i 
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person skilled in the art would not consider attaching/detaching logic components from the same 
circuit board practical in reality. 

The Examiner has relied on the disclosure of the Arkin reference that a DUT can be 
removed and replaced with a next DUT as allegedly anticipates a test module that can be 
.detached/attached from the site controller and the test system (i.e. the capability of a site controller 
controlling a test module interactively in a plug-and-play manner). In fact, the Arkin reference is 
silent about whether the test module can be removed or replaced. It is a fact that a DUT is different 
from a test module according to both the present application and the Arkin reference. Therefore, the 
Arkin reference fails to disclose at least the element ''wherein the associated site controller controls 
at least one test module interactively with the associated site controller in a plug-and-play manner" 
of the independent claim 1 of the pending application. 

Therefore, for at least the reasons presented above, Applicants assert that -claim 1 is 
allowable over the Arkin reference. Applicants also assert that claims 2-24, which variously depend 
from independent claim 1, are allowable for at least the reason that they depend from an allowable 
independent claim. 

B. Claims 6-8 and 24 are patentable over the combination of the Arkin and Adler 

references 

Applicants assert that claims 6-8 and 24 are allowable for at least the reason that they 
depend from an allowable independent claim. 

C, Claims 9-14 and 1 9 arc patentable over the combination of the Arkin. Adler, and 
flejlsbern references 

Applicants assert that claims 9-14 and 19 are allowable for at least the reason that they 
depend from an allowable independent claim. 
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D. Claims 15-18 and 21-23 are patentable over the Arkin reference 



Applicants assert that claims 15-18 and 21-23 are allowable for at least the reason thai 
they depend from an allowable independent claim. 

Claim 20 is patentable over the combination of the Arkin. Adler, Hcilsbere, and Shah 

references 

Applicants assert that claim 20 is allowable for at least the reason that it depends from an 
allowable independent claim. 

VIII, CLAIMS APPENDIX 



As indicated above, the claims in Appendix A do include the amendments filed by Applicant on 
April 13,2006, 

IX. EVIDENCE APPENDIX 

No evidence pursuant to §§ 1.130, 1.131, or 1.132 or entered by or relied upon by the 
examiner is being submitted. 

X. RELATED PROCEEDINGS APPEND DC 

No related proceedings are referenced in II above, or copies of decisions in related 
proceedings are not provided, hence no Appendix is included. 

Dated; September 25, 2006 Respectfully submitted, 



A copy of the claims involved in the present appeal is attached hereto as Appendix A. 




Thomas Chan 

Registration No.: 51,543 
MORRISON & FOERSTEk LLP 
755 Page Mill Road 
Palo Alto, California 94304^1016 
(650) 813-5616 
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APPENDIX A 

Claims Involved in the Appeal of Application Serial No. 10/772,327: 

Claim 1 (Presently presented): A distributed operating system for a semiconductor test 
system for testing at least one device under test (DVT), the operating system comprising: 

a host operating system for enabling control of at least one site controller by a system 
controller, wherein the at least one site controller does not share a common clock; and 

at least one local operating system associated with each site controller for enabling 
control of at least one test module by an associated site controller, 

wherein the associated site controller controls at least one test module interactively with 
the associated site controller in a plug-and-play manner, and 

wherein at least one test module performs testing on a corresponding DUT. 

Claim 2 (Original): The distributed operating system of claim 1, wherein the host 
operating system synchronizes operation of the at least one site controller. 

Claim 3 (Original): The distributed operating system of claim 1, wherein the host 
operating system arbitrates communication between the system controller and the at least one site 
controller. 

Claim 4 (Original): The distributed operating system of claim 1, wherein the system 
controller monitors operation of the at least one site controller. 

Claim 5 (Original): The distributed operating system of claim 1, wherein a site 
controller monitors operation of the at least one test module associated with the site controller. 
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Claim 6 (Original): The distributed operating system of claim 1, wherein the host 
operating system comprises at least one host interface for communicating with the at least one site 
controller. 

Claim 7 (Original): The distributed operating system of claim 6, the al least one host 
interface for communicating with at least one test module associated with a site controller. 

Claim 8 (Original): The distributed operating system of claim 1, further comprising a 
test module interface for defining test module functions for interfacing a site controller to a first test 
module, wherein the test module interface is extensible to interface the site controller to a second 
test module, the unextended test module interface being insufficient for interfacing the site 
controller to the second test module. 

Claim 9 (Original): The distributed operating system of claim 1 , wherein the host 
operating system includes at least one host framework class. 

Claim 10 (Original): The distributed operating system of claim 9, wherein the at least 
one host framework class is developed in a standard computer language to enable a user to develop 
application specific classes for controlling Ihe al least one site controller. 

Claim 1 1 (Original): The distributed operating system of claim 10, wherein the standard 
computer language is C or C++ 

Claim 12 (Original): The distributed operating system of claim 1, wherein each local 
operating system includes at least one local framework class. 

Claim 13 (Original): The distributed operating system of claim 12, wherein the at least 
one local framework class is developed in a standard computer language to enable a user to develop 
application specific classes for controlling the at least one test module. 
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Claim 14 (Original): The distributed operating system of claim 13, wherein the standard 
computer language is C or C++. 

Claim 15 (Original): The distributed operating system of claim 1, wherein the number or 
modules controlled by each site controller is scalable. 

Claim 16 (Original): The distributed operating system of claim 1, wherein the local 
operating system associated with a corresponding site controller enables the type of test modules 
controlled by the site controller to be reconfigured. 

Claim 1 7 (Original): The distributed operating system of claim 1 , wherein the host 
operating system enables the number of site controllers controlled by the system controller to be 
scalable. 

Claim 1 8 (Original): The distributed operating system of claim I , wherein the host 
operating system enables the number of DUTs tested by the testing system to be scalable. 

Claim 19 (Original): The distributed operating system of claim 1, wherein the at least 
one test module comprises hardware and/or software. 

Claim 20 (Original): The distributed operating system of claim 1 , further comprising an 
emulator for simulating the usage of a candidate test module with the test system to verify the 
candidate module as compatible with the test system. 

Claim 21 (Original): The distributed operating system of claim I, wherein a first set of 
modules at a first test site is configured differently than a second set of modules at a second test site. 

Claim 22 (Original): The distributed operating system of claim 1 , a first test site having 
a first configuration to test a first DUT, and a second test site having a second configuration to test a 
second DUT, wherein the first and second test sites are reconfigurable to form together a third test 
site to instead test a third DUT. 
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Claim 23 (Original): The distributed operating system of claim 1, wherein a first module 
at a first test site can access a second module at a second test site. 

Claim 24 (Original): The distributed operating system of claim 1 , further comprising a 
communications library having a predetermined set of functions and interfaces for use with test 
modules. 
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